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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

' - If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 22 November 2004 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-3 and 5-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) (3 Claim(s) 1-3 and 5-14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited ;(PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date l_. 6) □ Other: . 
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Detailed Action 

The amendment filed on 1 1-22-2004 has been entered. 

Objection to the Specification 

The disclosure is objected to because of the following informalities: In paragraph 
[0016], lines 9-10, "bracket 20" should read --adapter 20-. 
Appropriate correction is required. 

i 

Claims Objection 

Claims 2 and 1 1 are objected to because of the following informalities: 

(1) In claim 2, lines 1-2, "said generally continuous taper" should read -said 
substantially continuous taper-. 

(2) Claim 1 1 does not agree with Fig.3. The tapped hole 23 is in the adapter 20 
not in the bracket 30. 

Appropriate correction is required. 

Claims Rejection - 35 U.S.C. 103(a) 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-3, 7, 8, 10, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
patentable over Obraske (U.S. Patent No. 3,069,713). 

Obraske discloses a dry wall finishing tool comprising: 

a substantially planar, generally rectangular stiff blade (4) having a blade axis, a 
straight front edge substantially normal to the blade axis, and a rear; 

an elongate handle (9) having a front and an handle axis; 

an adapter (12) connected to the front of the handle (9), wherein the adapter (12) 
has sides and at least a portion of one side tapers upwardly and inwardly toward the 
handle axis; 

a bracket (5) having a first leg (6) and a second leg (7); 

wherein the first leg (6) is generally parallel to the blade (4) and connected to the 
rear of the blade (4) and the first leg (6) has a rear; 

wherein the second leg (7) extends upwardly from the rear of the first leg (6) and 
the second leg (7) has sides and at least a portion of each side tapers upwardly and 
inwardly toward the handle axis (see Fig.2 and column 1 , lines 62-64), and the second 
leg (7) is connected to the adapter (12); 

wherein the front of the handle (9) is attached to the adapter (1 2) so that the 
handle axis is generally parallel to the blade axis and generally centered with respect to 
the blade (4); ; 
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wherein the portion of the one side of the adapter (12) which tapers is 
substantially continuous with the portion of a corresponding side of the second leg (7) 
which tapers; and 

the first leg (6) being connected to the rear of the blade (4) by a plurality of rivets 
(see Fgis.1 and 3) and the second leg (7) forming an angle with the first leg (6) between 
about 70 degrees and about 100 degrees substantially as claimed. 

The differences between Obraske and the claimed invention reside in the number 
of tapered sides the adapter (12) has, and Obraske is silent about the optimum 
dimensional relationships for the parts of the finishing tool, including size and materials. 

Specifically, Obraske shows only one side of the adapter (12) is tapered, and the 
other side of the adapter (12) has a notch (16) formed thereon for receiving a user's 
thumb when using the dry wall finishing tool. 

However, the claimed taper on each side of the adapter (12) is not patentably 
distinct over Obraske, since it would have been obvious to one skilled in the art to 
eliminate the notch (16) from Obraske's adapter (12) when a thumb rest on one side of 
the adapter (12) is not so desired. Further, it has been held that omission of an element 
and its function in a combination where the remaining elements perform the same 
functions as before involves only routine skilled in the art. In re Karlson . 153 USPQ 184 
(CCPA1963). 

Regarding to the claimed dimensions and materials, to select well known 
materials such as spring steel for Obraske's blade (4) and machined aluminum for 
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Obraske's bracket (5) and adapter (12) would have been obvious to one having ordinary 
skill in the art, since it has been held to be within the general skill of a worker in the art 
to select a known material on the basis of its suitability for the intended use as a matter 
of obvious design choice. In re Leshin . 125 USPQ 416. Also, to select a certain range 
for Obraske's blade (4), bracket (5), adapter (12) and handle (9) would have been 
obvious to one having ordinary skill in the art, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or 
workable ranges involves only routine skill in the art. In re Aller , 105 USPQ 233 (CCPA 
1955). Further, as evidenced from Applicant's specification, the claimed dimensions, 
materials, and dimensional relationships for the parts of the finishing tool are merely 
"preferable" and depending upon particular applications and uses. 
3. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Obraske 
(U.S. Patent No. 3,069,713) as applied to claim 1 above, and further in view of Drywall 
knife sold by M.R. Lee Building Materials. 

Obraske's finishing tool as modified shows all the claimed structure except the 
blade (4) lacks rounded corners. 

Drywall knife sold by M.R. Lee Building Materials shows the blade thereof having 
rounded corners. 

It would have been obvious to one skilled in the art to further modify Obraske by 
making the corner of the blade rounded to prevent snagging of drywall material as 
taught by the M.R. Lee drywall knife. 
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4. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Obraske 
(U.S. Patent No. 3,069,713) as applied to claim 1 above, and further in view of Millette 
(U.S. Patent No. 4,779,301). 

Obraske's finishing tool as modified shows all the claimed structure except it 
does not specifically mention the handle (9) and the adapter (12) are attached to each 
other by a threaded rod. 

Millette shows a threaded rod (at one end of the handle 27) is used for attaching 
the handle (27) to an adapter (9). 

It would have been obvious to one skilled in the art to further modify Obraske by 
attaching the handle (9) and the adapter (12) with a threaded rod. The modification is 
obvious since it would only involve selecting one known type of attaching means for 
attaching two elements together. 

Remarks 

Applicants' arguments filed on 1 1-22-2004 have been fully considered but they 
are not persuasive. Applicants argue, as seen in Fig.2 of the Obraske patent, only one 
side of the adapter tapers and this taper is not substantially continuous with the taper of 
the corresponding portion of the bracket. In response, the Obraske reference has been 
modified (see the above 35 U.S.C. 103 rejection) to eliminate the notch (16) and to 
provide both sides of the adapter (12) with tapered portions as claimed. Further, 
"substantially" is ; a broad term. In re Nehrenbera (CCPA1 126 USPQ 383. It merely 



Application/Control Number: 10/678,907 
Art Unit: 3724 



Page 7 



implies that something less than exact is required. Clearly, Obraske meets the 
limitation of "substantially continuous" as claimed. Applicants further argue, in the 
invention as claimed, both sides of the adapter and the bracket have tapers which form 
substantially continuous lines. However, as shown in Applicants' Fig. 1 , the adapter 
(20) and the bracket (30) have their sides (21,34) tapered to an extent that each tapered 
portion (21 ) of the adapter (20) form a straight line that is not a continuous line of the 
tapered portion (34) of the corresponding bracket side (34). Applicants' Fig.6 further 
shows both sides of the adapter (20) and the bracket (30) have tapers which do not 
form continuous lines. It is, therefore, concluded the term "substantially" used in the 
claims is broad enough to encompass lines that are less than exact (i.e. less than 
continuous). 

Action Made Final 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Point of Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hwei-Siu C. Payer whose telephone number is 571-272- 
451 1 . The examiner can normally be reached on Monday through Friday, 7:00 am to 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Allan N. Shoap can be reached on 571-272-4514. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9306 
for official communications and 571-273-4511 for proposed amendments. 



Hww-Slu Payer 
Pitman/ Examiner 



